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Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 4-7 and 17 are rejected under 35 U.S,C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

The claims all recite the limitation "the base fuel 1 '. There is insufficient 
antecedent basis for this limitation in the claims. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

5. Claim 1,4-8, 10-12, 14 and 17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Nelson (723) in view of Lyben ('304). 
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Nelson discloses a motor fuel additive composition comprising (a) a fuel 
conditioner component and (b) a detergent component. The fuel conditioner (a) 
comprises (i) from 2 to 50 percent by weight of a polar oxygenated hydrocarbon 
compound and (ii) from about 2 to about 50 percent by weight of an oxygenated 
compatibilizing agent. The detergent component (b) is selected from the group 
consisting of (i) a reaction product of a substituted hydrocarbon (A) and an amino 
compound (B), and (ii) a polybutylamine or polyisobutylamine (see abstract). The polar 
oxygenated hydrocarbon has an average molecular weight of from about 200 to about 
500, and acid number of about 25 to 175, and a saponification number of about 75 to 
about 200 (col. 7, lines 1 1-33). The oxygenated compatibilizing agent has a solubility 
parameter of from about 7.0 to about 14.0 and moderate to strong hydrogen-bonding 
capacity (col. 7, lines 53-62). The hydrocarbon compound (A) of the detergent 
component is a substituted hydrocarbon of the formula R r X wherein Ri is a hydrocarbyl 
radical having a molecular weight in the range of about 150 to 10,000 and X is selected 
from the group consisting of halogens, succinic anhydride and succinic dibasic acid (col. 
4, lines 52-65). The amino compound (B) is of the formula H— (NH— (A) m ) n — Y— R 2 
wherein Y, A, m, n, and R 2 are identical to those in the instant claim 8 (col. 5, lines 1- * 
21). The polybutylamine or polyisobutylamine is identical to that in instant claim 8 (col. 
6, lines 30-46). Further, the composition includes other additives such as methyl tertiary 
butyl ether (MTBE) and ethyl tertiary butyl ether (ETBE), alcohols such as methanol or 
ethanol, and additives that are "typically employed in motor fuels" such as a common a 
anti-knock additive, tetraethyl lead (col. 9, lines 56-60). Nelson also discloses 



Application/Control Number: 10/709,866 Page 4 

Art Unit: 1714 

examples wherein the additive composition was added to a base fuel in amounts % 
between 40 ppm and 1000 ppm (col. 10, lines 44-50; col. 11, lines 14-20). 

Nelson is silent with respect to the composition comprising a lead scavenger 
compound. 

Lyben discloses leaded motor fuels containing anti-knock agents such as 
tetraethyl lead, wherein a means for removing the lead-containing products of 
combustion known in the art includes providing an alkyl halide lead scavenger such as 
ethylene dibromide and ethylene dichloride. Further, the process known as scavenging 
proves to be beneficial in that the lead scavengers, when co-present with the anti-knock 
agents reacted in a combustion chamber of an engine with the combustion products of 
the antiknock agents to form volatile lead halides, which in turn are efficiently removed 
from the combustion chamber during the exhaust cycle (col. 1 , lines 20-40). 

It would therefore have been obvious to one of ordinary skill in the art to combine 
the teachings of Nelson and Lyben, and include ethylene dibromide or dichloride as a 
lead scavenger in the additive composition of Nelson, which contains tetraethyl lead, an 
anti-knock agent. The scavenger would be beneficial to the composition in aiding 
removal of lead-containing products of combustion. * 

Regarding claims 6 and 7, although Nelson and Lyben do not disclose the 
addition of the additive composition to the base fuel simultaneously or after other 
additives, it is noted that "[E]ven though product-by-process claims are limited by and 
defined by the process, determination of patentability is based on the product itself. Trie 
patentability of a product does not depend on its method of production. If the product in 
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the product-by-process claim is the same as or obvious from a product of the prior art, 
the claim is unpatentable even though the prior product was made by a different 
process", In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). 
Further, "although produced by a different process, the burden shifts to applicant to 
come forward with evidence establishing an unobvious difference between the claimed 
product and the prior art product", In re Marosi, 710 F.2d 798, 802, 218 USPQ 289, 292 
(Fed. Cir. 1 983). See MPEP 2113. 

Therefore, absent evidence of criticality regarding the presently claimed addition 
of the additive composition to the base fuel simultaneously or after other additives and 
given that Nelson and Lyben meet the requirements of the claimed composition, Nelson 
and Lyben clearly meet the requirements of present claims 6 and 7. 

6. Claims 2-3, 9, 13, and 15-16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Nelson in view of Lyben, and further in view of Carlson ('088). 

The disclosure of Nelson and Lyben in paragraph 5 above is herein incorporated 
by reference. 

Both Nelson and Lyben are silent with respect to the amount of alkyl lead 
compound included in the composition. 

Carlson discloses a motor fuel composition including alkyl lead anti-knock agents 
such as tetraethyl'lead, included in low amounts within the range of about 0.5 to about 5 
3.0 grams per gallon. The effectiveness of tetraethyl lead to raise the octane number 
and suppress knocking decreases with increasing quantities. Therefore, a small 
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amount in the range disclosed proves to be beneficial to the composition (col. 1, lines 
10-35). 

It would have been obvious to one of ordinary skill in the art at the time of 
invention by applicant to combine the teachings of Nelson, Lyben, and Carlson in order 
to utilize the benefits of tetraethyl lead at low amounts. 

7. Claims 1-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nelson in view of Carlson ('088). 

The disclosure of Nelson in paragraph 5 above is herein incorporated by 
reference. 

Nelson is silent with respect to the composition comprising a lead scavenger 
compound, and the amount of anti-knock additive, tetraethyl lead, included in the 
composition. 

Carlson discloses a motor fuel composition including alkyl lead anti-knock agents 
such as tetraethyl lead, and alkyl halide lead scavengers such as ethylene dibromide 
and dichloride. Tetraethyl lead is included in low amounts within the range of about 0.5 
to 3.0 grams per gallon. The effectiveness of tetraethyl lead to rase the octane number 
and suppress knocking decreases with increasing quantities. Therefore, a small 
amount in the range disclosed proves to be beneficial (col. 1, lines 10-35). The lead 
scavengers, such as ethylene dibromide and ethylene dichloride, impart useful 
properties to the fuel in its use in internal combustion engines (col. 3, lines 56-71). 
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It would have been obvious to one of ordinary skill in the art at the time of 
invention by applicant to combine the teachings of Nelson and Carlson in order to utilize 
the benefits of alkyl lead anti-knock agents and alkyl halide lead scavengers as * 
disclosed in Carlson. 

Regarding claims 6 and 7, although Nelson and Carlson do not disclose the 
addition of the additive composition to the base fuel simultaneously or after other 
additives, it is noted that "[E]ven though product-by-process claims are limited by and 
defined by the process, determination of patentability is based on the product itself. The 
patentability of a product does not depend on its method of production. If the product in 
the product-by-process claim is the same as or obvious from a product of the prior art, 
the claim is unpatentable even though the prior product was made by a different 
process", In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). 
Further, "although produced by a different process, the burden shifts to applicant to 
come forward with evidence establishing an unobvious difference between the claimed 
product and the prior art product", In re Marosi, 710 F.2d 798, 802, 218 USPQ 289, 292 
(Fed. Cir. 1983). See MPEP 21 13. 

Therefore, absent evidence of criticality regarding the presently claimed addition 
of the additive composition to the base fuel simultaneously or after other additives and 

f, 

given that Nelson and Carlson meet the requirements of the claimed composition, 
Nelson and Carlson clearly meet the requirements of present claims 6 and 7. 
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Conclusion 



8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 5516343. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Malini Krishnan whose telephone number is 571-272- 
6519. The examiner can normally be reached on Monday through Friday, 8:00 am - 
5:00 pm, EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 571-272-1 119. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Malini Krishnan 




